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DETAILED ACTION 
Claim Rejections - 35 USC §112 

The following is a quotation of the second paragraph of 35 U.S.C. 112: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

Claims 19-22 are rejected under 35 U.S.C. 112, second paragraph, as being indefinite 

for failing to particularly point out and distinctly claim the subject matter which applicant regards 

as the invention. 

Claim 19 is directed to an apparatus comprising stored media information, an indicator, 
and a device selection control program. These features are essentially software perse and are 
not directed to a physical apparatus. By definition an apparatus is a product requiring some 
physical structure. As claim 19 and dependent claims 20-22 do not recite any physical structure 
of the apparatus claimed, the applicant has failed to particularly point out and distinctly claim the 
subject matter which applicant regards as the invention in these claims. 

Claim Rejections - 35 USC § 101 

35 U.S.C. 101 reads as follows: 

Whoever invents or discovers any new and useful process, machine, manufacture, or composition of 
matter, or any new and useful improvement thereof, may obtain a patent therefor, subject to the 
conditions and requirements of this title. 

Claims 13-22 are rejected under 35 U.S.C. 101 because the claimed invention is 
directed to non-statutory subject matter. Specifically claims 13-18 are directed to a computer 
program product. A computer program is considered software perse and thus non-statutory 
subject matter unless embodied on a physical computer readable medium. Claims 19-22 are 
directed toward an apparatus, however the features disclosed are directed to software perse 
and are also considered non-statutory. 
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Claim Rejections - 35 USC § 102 

The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that form the 
basis for the rejections under this section made in this Office action: 
A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 

Claims 1-3, 5, 11-15, 17, 19, 21, and 22 are rejected under 35 U.S.C. 102(b) as being 
anticipated by Leonhardt et al. (US 5164909). 

As for claim 1, Leonhardt discloses a method for implementing device selection in a 
robotic media library with multiple media types and multiple device types (Col. 1 Lines 40-52) 
comprising the steps of: 

storing a first indicator with predefined media information to identify a required 
technology for each media (Fig. 14 Volume Attributes 1401; data storage image includes 
definition of the type of media Col. 13 Lines 13-15); 

identifying an operation request to the robotic media library (Fig. 11 user requests 
access 1101); 

responsive to said operation request, checking for multiple device types in the robotic 
media library (Fig. 11 generate prioritized list of available media drives 1107); 

responsive to identifying the multiple device types in the robotic media library and a 
default value for said first indicator, selecting a first device type (Fig. 11 select media type 
1106); and 

selecting a device of said selected first device type (Fig. 11 select specific media drive 

1110). 
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As for claim 2, Leonhardt discloses the steps responsive to said operation request, of 
setting a device type from said predefined media information (Fig. 11 review data file for 
attributes and constraints 1104 results in select media type 1106). 

As for claim 3, Leonhardt discloses the step, of selecting said first device type includes 
the steps of storing a value representing said first device type for said first indicator (Fig 14 
Drive Attributes 1402; data storage image includes definition of the type of media Col. 12 
Lines 65-68). 

As for claim 5, Leonhardt discloses the steps responsive to selecting said device of said 
selected first device type, placing media in said selected device (Fig. 11 mount media element 
on selected drive 1111). 

As for claim 1 1 , Leonhardt discloses the steps of storing a second indicator to describe 
each said device in said robotic media library (Fig 14 Drive Attributes 1402; data storage 
image includes definition of the type of media Col. 12 Lines 65-68). 

As for claim 12, Leonhardt discloses the steps of storing said second indicator with 
predefined information for each said device in said robotic media library (Fig 14 Drive 
Attributes 1402; data storage image includes definition of the type of media Col. 12 Lines 
65-68). 

As for claims 13-15 and 17, Leonhardt discloses a computer program product 
(automated cartridge library software Fig. 1 Item 110, Col. 3 Line 30) for implementing 
device selection in a robotic media library in a computer system, said computer program product 
including instructions executed by the computer system to cause the computer system to 
perform the steps recited in claims 1-3 and 5. 
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As for claim 19, Leonhardt discloses an apparatus for implementing device selection in a 
robotic media library comprising: 

a stored media information (Fig. 14 Volume Attributes 1401); 

a first indicator stored with predefined media information to identify a required 
technology for each media (Fig. 14 Volume Attributes 1401; data storage image includes 
definition of the type of media Col. 13 Lines 13-15); 

a device selection control program (automated cartridge library software Fig. 1 Item 
110, Col. 3 Line 30) for identifying an operation request to the robotic media library; responsive 
to said operation request, for checking for multiple device types in the robotic media library (Fig. 
11 generate prioritized list of available media drives 1107); responsive to identifying the 
multiple device types in the robotic media library and a default value for said first indicator, for 
selecting a first device type (Fig. 11 select media type 1106); and for selecting a device of said 
selected first device type (Fig. 11 select specific media drive 1110). 

As for claim 21, Leonhardt discloses wherein said device selection control program 
responsive to media being placed in said selected device, performs checking for successful 
operation, and responsive to said successful operation, continues with a requested operation 
(the retrieved media is loaded onto the drive element where it is read in the usual fashion 
Col. 4 Lines 54-56 a drive inherently checks for successful operation and concluding the 
requested operation is a natural result). 

As for claim 22, Leonhardt discloses wherein said device selection control program 
stores a second indicator to describe each said device in said robotic media library (Fig 14 
Drive Attributes 1402; data storage image includes definition of the type of media Col. 12 
Lines 65-68). 
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Claim Rejections - 35 USC § 103 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 

obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

The factual inquiries set forth in Graham v. John Deere Co., 383 U.S. 1, 148 USPQ 459 

(1966), that are applied for establishing a background for determining obviousness under 35 

U.S.C. 103(a) are summarized as follows: 

1 . Determining the scope and contents of the prior art. 

2. Ascertaining the differences between the prior art and the claims at issue. 

3. Resolving the level of ordinary skill in the pertinent art. 

4. Considering objective evidence present in the application indicating obviousness 
or nonobviousness. 

Claims 6, 8-10, 18, and 20 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Leonhardt in view of Hwang (US 6058082). 

As for claim 6, Leonhardt discloses the steps of checking for successful operation, and 
responsive to an unsuccessful operation (the retrieved media is loaded onto the drive 
element where it is read in the usual fashion Col. 4 Lines 54-56 a drive inherently checks 
for successful operation). 

Leonhardt does not expressly disclose responsive to an unsuccessful operation, 
selecting a next device type. 

Hwang teaches detecting an error and determining the type of media based on 
comparison (Col. 1 Lines 49-62; specifically responsive to detecting an error begins trying 
the next type of media as in Fig. 5 i.e. item 501 is test that results in determining either no 
disc as in 502 or try next media as in item 503 which is a test for determining if media is a 
multi-layered DVD as in item 304). 
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Leonhardt and Hwang are from the same field of endeavor, that is the art of handling 
multimedia devices. 

At the time of the invention it would have been obvious to a person of ordinary skill in the 
art to include a method of discriminating media as in Hwang in the system of Leonhardt in order 
to quickly discriminate the type of storage being used (Hwang Col. 1 Lines 32-39) 

As for claim 8, Leonhardt discloses the steps of selecting a second device of said 
selected next device type, placing media in said selected second device (Leonhardt Fig. 11 
mount media element on selected drive 1111 will still naturally result in the event a 
second drive is chosen). 

As for claim 9, Leonhardt discloses the steps of checking for successful operation, and 
responsive to an unsuccessful operation (the retrieved media is loaded onto the drive 
element where it is read in the usual fashion Col. 4 Lines 54-56 a drive inherently checks 
for successful operation). 

Leonhardt does not expressly disclose responsive to an unsuccessful operation, 
selecting a next device type. 

Hwang teaches detecting an error and determining the type of media based on 
comparison (Col. 1 Lines 49-62; specifically responsive to detecting an error begins trying 
the next type of media as in Fig. 5 i.e. item 501 is test that results in determining either no 
disc as in 502 or try next media as in item 503 which is a test for determining if media is a 
multi-layered DVD as in item 304). 

Leonhardt and Hwang are from the same field of endeavor, that is the art of handling 
multimedia devices. 
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At the time of the invention it would have been obvious to a person of ordinary skill in the 
art to include a method of discriminating media as in Hwang in the system of Leonhardt in order 
to quickly discriminate the type of storage being used (Hwang Col. 1 Lines 32-39) 

As for claim 10, Leonhardt discloses the steps of checking for successful operation, and 
responsive to said successful operation, continuing with a requested operation (the retrieved 
media is loaded onto the drive element where it is read in the usual fashion Col. 4 Lines 
54-56 a drive inherently checks for successful operation and concluding the requested 
operation is a natural result). 

As for claim 18, Leonhardt discloses the steps of checking for successful operation, and 
responsive to an unsuccessful operation (the retrieved media is loaded onto the drive 
element where it is read in the usual fashion Col. 4 Lines 54-56 a drive inherently checks 
for successful operation). 

Leonhardt does not expressly disclose responsive to an unsuccessful operation, 
selecting a next device type. 

Hwang teaches detecting an error and determining the type of media based on 
comparison (Col. 1 Lines 49-62; specifically responsive to detecting an error begins trying 
the next type of media as in Fig. 5 i.e. item 501 is test that results in determining either no 
disc as in 502 or try next media as in item 503 which is a test for determining if media is a 
multi-layered DVD as in item 304). 

Leonhardt and Hwang are from the same field of endeavor, that is the art of handling 
multimedia devices. 
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At the time of the invention it would have been obvious to a person of ordinary skill in the 
art to include a method of discriminating media as in Hwang in the system of Leonhardt in order 
to quickly discriminate the type of storage being used (Hwang Col. 1 Lines 32-39) 

As for claim 20, Leonhardt discloses the steps of checking for successful operation, and 
responsive to an unsuccessful operation (the retrieved media is loaded onto the drive 
element where it is read in the usual fashion Col. 4 Lines 54-56 a drive inherently checks 
for successful operation). 

Leonhardt does not expressly disclose responsive to an unsuccessful operation, 
selecting a next device type. 

Hwang teaches detecting an error and determining the type of media based on 
comparison (Col. 1 Lines 49-62; specifically responsive to detecting an error begins trying 
the next type of media as in Fig. 5 i.e. item 501 is test that results in determining either no 
disc as in 502 or try next media as in item 503 which is a test for determining if media is a 
multi-layered DVD as in item 304). 

Leonhardt and Hwang are from the same field of endeavor, that is the art of handling 
multimedia devices. 

At the time of the invention it would have been obvious to a person of ordinary skill in the 
art to include a method of discriminating media as in Hwang in the system of Leonhardt in order 
to quickly discriminate the type of storage being used (Hwang Col. 1 Lines 32-39) 
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Claims 4 and 16 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Leonhardt in view of examiner's official notice. 

As for claims 4 and 16, Leonhardt discloses the elements of claims 1 and 13 as applied 
to claims 4 and 16, respectively. 

Leonhardt does not disclose wherein the step of selecting said first device type includes 
the steps of selecting a newest device type in the robotic media library for said first device type. 
The examiner takes official notice that selecting the newest type of media as the first type is an 
obvious design choice in view of the need to write data on newly implemented media in order to 
phase out older media. 

Claim 7 is rejected under 35 U.S.C. 103(a) as being unpatentable over Leonhardt and 
Hwang as applied to claim 6 above, and further in view of examiner's official notice. 

Leonhardt in view of Hwang discloses the features of claim 6 applied to claim 7. 

Neither Leonhardt nor Hwang discloses selecting said next device type includes the 
steps of selecting a next oldest device type in the robotic media library for said next device type. 
The examiner takes official notice that selecting the oldest type of media as the next type is an 
obvious design choice in view of the likelihood that data is written on older media if not present 
in newer media. 

Conclusion 

The prior art made of record and not relied upon is considered pertinent to applicant's 
disclosure. 

Kulakowski et al. (US 530214) discloses a multi-media type library. 
Rockwell et al. (US 6138909) discloses a standard media handling system. 
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Voorhees et al. (US 2004/0221 101) discloses another method of managing multi-media. 

Any inquiry concerning this communication or earlier communications from the examiner 
should be directed to Thomas A. Horvath, Jr. whose telephone number is (571)-270-1387. The 
examiner can normally be reached on Monday-Friday, 9:30AM-6:00PM. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Hyung Sough can be reached on (571)-272-6799. The fax phone number for the 
organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private 
PAIR system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). If you 
would like assistance from a USPTO Customer Service Representative or access to the 
automated information system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 
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